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ELECTRIC STORAGE BATTERY CONSTRUCTION AND METHOD OF 

MANUFACTURE 

i 

Examiner: Yuan S.N. 10/665,509 Art Unit: 1745 May 11, 2007 

Election/Restrictions 

1. Applicant's election with traverse of Group III-4, claims 58,59, in Paper filed December 
20, 2007 is acknowledged. Claims 1-57,60-65 were canceled. Claims 66-87 were added. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 58,59,66-87 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The subject matter "electrically conducive terminal pin being 
electrically insulated from the case" is critical or essential to the practice of the invention, but not 
included in the claim, is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 
USPQ 356 (CCPA 1976). In the instant specification, the pin needs to be insulated from the case 
by dielectric disks (16,18) and a glass hollow cylinder (20) to prevent short-circuiting in the 
battery. See page 6, originally filed claim 58. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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5. Claims 66-69 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 66 recites the limitation "a flat portion of the tab" in Line 2. Claim 67 
recites the limitation "such that the tab extends from a first location" in Line 2. Claim 68 recites 
the limitation "the tab is not connected" in Line 1. Claim 69 recites the limitation "second end 
cap is adjacent to the tab" in Line 2. There are insufficient antecedent bases for these limitations 
in the claims. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 58,59,70,71,84,86,87 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Teramoto et al. (US 5,501,916). 

With respect to claims 58,70, Teramoto et al. disclose a method of forming a lithium 
battery comprising arranging the positive electrode in electrical communication with a winding 
core (48) (pin), insulating the negative electrode from the core, spirally winding the electrode 
around the core, transporting the electrolyte through the opening of the battery case and sealing 
the opening with the battery lid (47). The winding core extends through an end cap (47) that is 
electrically insulated form the case (45). See Example 2 and Figure 9. 
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With respect to claim 59, Teramoto et al. disclose the electrolyte is injected into the case 
before the battery cap is sealed. See Example 2. 

With respect to claim 71, the spiral wound electrodes includes a separator (43). See 
Example 2. 

With respect to claim 84, Teramoto et al. teach the positive electrode is in electrical 
commutation with the terminal core via a weld (52). See Example 2. 

With respect to claim 86, Teramoto et al. teach the end cap is caulked in position by an 
insulating gasket coated with asphalt. See Example 2. 

With respect to claim 87, Teramoto et al. teach the use of a nickel-plated iron battery 
case. See Example 2. 

* 

8. Claim 85 is rejected under 35 U.S.C. 103(a) as being unpatentable over Teramoto et al. 
(US 5,501,916) as applied to claims 58,59,70,71,84,86,87 above, and further in view of Cogan 
(US 5,755,759). 

Teramoto et al. teach a method of forming a lithium battery as described above in 
Paragraph 7. However, Teramoto et al. do not disclose the use of Ptlr alloy as the pin. Cogan 
teaches a biomedical device wherein the wire electrode is made of Ptlr alloy because it can 
record or stimulate physiological function. See Column 3, Lines 43-56. Therefore, it would 
have been obvious to one of ordinary skill in the art to use Ptlr alloy as the pin onto the battery of 
Teramoto, because Conga teaches the alloy can be used in implantable medical device. 
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Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 

t 

overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

10. Claims 58,59,66-87 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 66-91 of copending 
Application No. 10/666,379. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both applications claim the process of forming a 
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battery that will have to be hermetically sealed by the end cap to prevent the degradation of the 
electrodes and electrolyte. 

This is a provisional obviousness-type double patenting rejection because the conflicting 

» 

claims have not in fact been patented. 

* 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dah-Wei D. Yuan whose telephone number is (571) 272-1295. 
The examiner can normally be reached on Monday-Friday (8:00-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Dah-Wei D. Yuan 
May 11,2007 
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